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DETAILED ACTION 
Election/Restrictions 

1 . Claims 17-24 are withdrawn from furtlier consideration pursuant to 37 CFR 

1 .142(b) as being drawn to a nonelected invention, tliere being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 04/21/09. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-16 are rejected under 35 U.S.C. §112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. The claims are generally narrative and indefinite, failing to conform with current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. It is recommended 
that Applicants rewrite the process claims such that each step is positively recited so it 
is clear exactly what Applicants regard as their invention. 

4. Claim 1 recites the limitation "the fine structuring" in line 7. There is insufficient 
antecedent basis for this limitation in the claim. The first instance of 'fine structuring' (in 
line 4) appears to be a verb construction of 'fine structuring;' the second instance of 'fine 
structuring' (in line 7) appears to be a noun form. That is, the former instance appears 
to be referring to the physical process of structuring, while the latter instance appears to 
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be referring to tlie actual fine structure of the surface pattern. As such, based on the 
examiner's interpretation, the limitation "the fine structuring" lacks antecedent basis. 
Appropriate correction and/or clarification is required. 

5. Regarding claim 1 , the recitation that 'the fine structuring of the surface pattern ]s 
determined by the respective locally applied application amount of printing substance 
and the respective local relief parameters of the microscopic surface structure' is 
indefinite as it is unclear if it is the process step of structuring or if it is the structure itself 
which is being determined. Furthermore, it is unclear how the local relief parameters or 
the amount of printing substance are used in the step of determining. 

As such, for purposes of examination, prior art could not be applied to the final 
limitation of claim 1 (starting with 'and, wherein' in line 7). Appropriate correction and/or 
clarification is required. 

6. A similar situation exists for claim 5: "wherein the width of a surface region of the 
surface pattern is determined by the choice of ..." It is unclear exactly what action is 
being performed and how the angle between the longitudinal axis and the orientation 
direction are being used in the step of determining. As such, prior art could not be 
applied to claims 5 or 10. 

7. Regarding claim 1 , the phrase "in particular" renders the claim indefinite because 
it is unclear whether the limitation(s) following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). Appropriate correction and/or clarification is 
required. 
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8. Claim 9 recites the limitation "the centering" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

9. Regarding claim 16, the phrases with "preferably" render the claim indefinite 
because it is unclear whether the limitation(s) following the phrases are part of the 
claimed invention. See MPEP § 2173.05(d). Appropriate correction and/or clarification 
is required. 

10. Because of the numerous 35 U.S.C. §112, second paragraph, issues, the claims 
will be interpreted as best as possible. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4, 6-9, and 11-16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Rouleetal. (US 4715623). 

Regarding claim 1 , Roule et al. teach "a process for producing a high-resolution 
surface pattern on a substrate (abstract), wherein in the process a printing substance is 
applied to the substrate, in pattern form by means of a printing process (column 5, lines 
44-48), wherein for fine structuring of the surface pattern prior to the application of the 
printing substance a microscopic surface structure with a plurality of grooves is 
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replicated in tlie surface of the substrate (column 5, lines 35-41)." 

Regarding claim 2, Roule et al. further teach "wherein the fine structuring of the 
surface pattern is implemented by variations in the orientation direction of the grooves 
of the microscopic surface structure (see the differences in orientation of the grooves in 

figures 18-20)." 

Regarding claim 3, Roule et al. further teach "wherein the fine structuring of the 
surface pattern is implemented by variations in the profile depth of the grooves of the 
microscopic surface structure (column 4, lines 61-63)." 

Regarding claim 4, Roule et al. further teach "wherein the fine structuring of the 
surface pattern is implemented by variations in the profile shape of the grooves of the 
microscopic surface structure (see figures 23 and 25)." 

Regarding claim 6, Roule et al. further teach "wherein the width of a surface 
region of the surface pattern is varied by the provision, in the surface region, of regions 
with a different orientation direction for the surface structure (see figure 18)." Examiner 
notes that since the surface of the substrate has the claimed regions with differing 
orientation directions, any subsequent properties of the printing substance after it is 
applied to the substrate would be inherent. See MPEP §21 12.01 . 

Regarding claim 7, Roule et al. further teach "wherein the width of the surface 
region of the surface pattern is varied by the provision, in the surface region, of at least 
two regions with the orientation directions of the surface structure being rotated relative 
to each other through 90 degrees (see figure 18)." 

Regarding claim 8, Roule et al. further teach "wherein the width of the surface 
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region of tine surface pattern is varied by the provision, in the surface region, of regions 
with a different profile shape and/or profile depth of the surface structure (see figures 22 
and 23)." 

Regarding claim 9, Roule et al. further tech "wherein the centering of a surface 
region of the surface pattern is altered by an asymmetrical profile shape in the 
associated portion of the microscopic surface structure (see figures 22 and 24)." 
Examiner notes that since the surface of the substrate has the claimed asymmetrical 
profile shape, any subsequent properties of the printing substance after it is applied to 
the substrate would be inherent. See MPEP §21 1 2.01 . 

Regarding claim 1 1 , Roule et al. further teach "wherein moire patterns are 
produced by means of the fine structuring of adjacent surface regions by a variation in 
local relief parameters of the microscopic surface structure (see the overlapping 
patterns of figures 22 and 24)." 

Regarding claim 12, Roule et al. further teach "wherein a micro-script pattern is 
produced by means of the fine structuring by a variation in local relief parameters of the 
microscopic surface structure (see the script of figures 17 and 22)." 

Regarding claim 13, Roule et al. further teach "wherein a region in which the 
thickness of the printing substance layer varies in a pre-defined manner is produced by 
varying the profile depth of the grooves of the microscopic surface structure (column 4, 
lines 61-63)." Examiner notes that since the surface structure of Roule et al. has 
varying depths, any subsequent properties of the printing substance after it is applied to 
the substrate would be inherent. See MPEP §21 12.01 . 
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Regarding claim 15, Roule et al. further teach "wherein the fine structuring of the 
surface pattern is implemented by a variation in the relief parameters of the microscopic 
surface structure with a substantially constant application amount of printing substance 
per unit of surface area (see figures 16, 18, 22 and 23; column 5, lines 45-47)." Since, 
in figure 16, the image portions 32 appear to be the same amount per unit of surface 
area, the amount of printing substance is interpreted to be applied in 'a substantially 
constant application amount.' 

Claim Rejections - 35 USC §103 

12. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 14 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Roule et al. 

Regarding claim 14, Roule et al. teach all that is claimed, as in claim 13 above, 
but fail to specifically teach "wherein a high-refractive lacquer is used as the printing 
substance and that a lens body is produced by the variation in the profile depth of the 
grooves in the region." However, Examiner takes Official Notice that most intaglio 
printing inks are either transparent, or, if colored, translucent to a certain degree. 
Further, since the surface structure of Roule et al. has varying depths (see the rejection 
of claim 13 above), any subsequent properties of the printing substance after it is 
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applied to the substrate would be inherent. See MPEP §2112.01 . Therefore, since the 
surface structure of Roule et al. is identical to that claimed by applicants, and the ink is 
at least translucent, the resultant structure of the printing substance layer would 
inherently meet the structural limitations implied by the term "lens body." 

Since Applicants do not define precisely what is meant by "high-refractive 
lacquer," common intaglio inks are usually at least translucent, and they conventionally 
are cured, examiner interprets the intaglio inks used by Roule et al. to be a "high- 
refractive lacquer." 

Regarding claim 16, Roule et al. teach all that is claimed, as in claim 1 above, 
including that the grooves may be of any depth and width, but that it is preferred that the 
depth be 0.0025 inches and that there be 120 grooves/inch. Roule et al. fail to teach 
that "the microscopic surface structure has a spatial frequency of more than 50 
grooves/mm, preferably from 100 to 1200 grooves/mm, and a profile depth of less than 
2 |jm, preferably from 0.2 to 1 .0 |jm." However, it has been held that where the general 
conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation. Therefore, at the time of the 
invention, it would have been obvious to one having ordinary skill in the art to set the 
spatial frequency to more than 60 grooves/mm and the profile depth to less than 2 pm 
to optimize the resultant pattern in the substrate. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHUA D. ZIMMERMAN whose telephone number is 
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(571)272-2749. The examiner can normally be reached on M-R 8:30A - 6:00P, 
Alternate Fridays 8:30A-5:00P. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Nguyen can be reached on 571-272-2258. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Joshua D Zimmerman 

Examiner 

Art Unit 2854 

/Joshua D Zimmerman/ 
Examiner, Art Unit 2854 



